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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 



3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 11-21 is/are pending in the application. 

4a) Of the above claim(s) 18 and 1 9 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6® Claim(s) 11-17.20 and 21 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Responsive to communication(s) filed on 13 July 2005 . 

This action is FINAL. 2b)E3 This action is non-final. 
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DETAILED ACTION 

This application has been re-assigned to Examiner Nathan M. Nutter in Art Unit 1711. 
All inquiries regarding this application should be directed to Examiner Nutter at 
telephone number 571-272-1076. 

Response to Amendment 

The following is placed in effect in response to the amendment of 13 July 2005. 

Since claims 20 and 21 are drawn to a biodegradable composition, essentially 
identical in scope to the elected claims, these claims are being re-grouped therewith, 
and will be deemed elected. Claims 18 and 19 are drawn to a method of making the 
composition of the Group I claims, and are not being examined at this time. The elected 
claims are 11-17, 20 and 21. 

The rejection of claims 11,16 and 17 under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention, is hereby expressly withdrawn. 

The rejection of claims 11-15 under 35 U.S.C. 103(a) as being unpatentable over 
Mayer et al. (US 5,322,866) in view of Tomka (US 5,362,777) and Schiltz (US 
5,449,708), is hereby expressly withdrawn. 

The following new rejections are being made. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 11-17, 20 and 21 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The claims recite percentage as a bare number which is not clearly indicative of 
what exactly may be embraced by the claims. It cannot be ascertained whether the 
claims are meant to recite "% by weight," "% by volume" or "% by mass." 

Claim Rejections ■ 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 11-17, 20 and 21 are rejected under 35 U.S.C. 102(e) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Peltonen et al (US 
6,780,903) or Haasmaa et al (US 6,656,984), both newly cited. 

The patents to Peltonen et al (US 6,780,903) and Haasmaa et al (US 6,656,984) 
both teach the manufacture of a biodegradable resin composition having the 
constituents recited and within ranges as recited herein. Peltonen et al (US 6,780,903) 
show hydroxyalkyl starch at the paragraph bridging column 4 to column 5. Note column 
4 (lines 24-38) for the stearic acid, column 5 (lines 3-14) for the use of a polyol 
plasticizer, column 5 (lines 28-37) for the use of polyvinyl alcohol. Note the many 
Examples. The constituents are disclosed at column 5 (lines 38-43) and the Examples 
to be within the limits as claimed, except the stearic acid component. Since this 
component is recited for the same use as disclosed herein, an artisan would know to 
employ a suitable amount. As such, the instant claims are deemed to be at least 
obvious, if not anticipated, by the teachings of the patent. The reference to Haasmaa et 
al (US 6,656,984) shows a maleic anhydride starch used with polyvinyl alcohol, water, 
glycerol esters and stearates. Note column 3 (lines 58-65) for the modified starch, 
column 3 (lines 39-57) for the stearates, column 4 (lines 5-16) for the glycerol ester, and 
oils in general and column 4 (lines 17-27) for the polyvinyl alcohol. Note column 4 (lines 
28-48) for the compositional limitations which are deemed to overlap with those recited 
herein. Again, the stearic acid component is not disclosed as to compositional 
limitations. Since this component is recited for the same use as disclosed herein, an 
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artisan would know to employ a suitable amount. As such, the instant claims are 
deemed to be at least obvious, if not anticipated, by the teachings of the patent. 

Claims 11-17, 20 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Silbiger et al (US 6,248,838), newly cited, taken in view of Buehler et 
al (US 5,316,578) and Frische et al (US 5,374,304), both latter patents cited by 
applicant. 

The reference to Silbiger et al (US 6,248,838) shows the employment of 
hydroxyalkyl starch at a presence of from 3 to 50 % by weight, polyvinyl alcohol at a 
presence of from 5 to 40 % by weight, water at about 6 to 20% by weight, glycerol at a 
level of 0.5 to 40 % by weight, and starch. Note the paragraph bridging column 3 to 
column 4, column 6 (lines 19-63) for the PVA, HA starch and glycerol plasticizer. Note 
column 8 (lines 17 et seq.) for the additional un-modified starch. The reference fails to 
teach the employment of a fatty acid or salt, as claimed. 

The reference to Buehler et al (US 5,316,578) shows the employment of 
hydroxyalkyl starch at an unspecified range, though the product is drawn to a starch 
melt indicating major quantities, and by calculation of the other constituents as to their 
respective inclusions, would certainly be within the range recited and claimed herein. 
Water is present at about to 12% by weight, glycerol at a level of 4.8-39.8% by weight, 
and metal stearate at a level of 0.1 to 2% by weight. Note column 3 (lines 7-45) for the 
HA starch, water, plasticizer and metal stearates. The reference fails to show the 
inclusion of a PVA constituent. 



Application/Control Number: 10/805,224 Page 6 

Art Unit: 1711 

The patent to Frische et al (US 5,374,304) shows the employment of 
hydroxyalkyl starch at a presence of from 60 to 97 % by weight, polyvinyl alcohol at a 
presence of from 3 to 40 % by weight, water, glycerol at a level of 3 to 40 % by weight. 
Note column 4 (lines 1-39) and the Examples. The patent fails to show the fatty acid or 
salt. 

The references taken together show the conventionality of the constituents 
employed and that these constituents are used in essentially overlapping, inclusive 
parameters as those recited and claimed herein. The several components, thus, have 
conventional and known uses to those having an ordinary skill in the art as regards the 
production of biodegradable compositions, as disclosed and recited herein. Further, 
since these constituents would not be found in any one reference, interpolation of the 
exact weight percentages for each separate compound need not be shown by any of 
the several references included in the rejection. The various components are shown by 
the references to be known in the production of biodegradable composites and would 
be used in accordance with the desired characteristics of the final composition as well 
as cost, availability and other factors of manufacturing and handling. Manipulation of the 
various components as to inclusion parameters would have been obvious modifications 
to an artisan in view of these considerations. As such, the instant claims are deemed to 
be obvious over the teachings of the references. No unexpected results have been 
shown on the record relating to any particular component or inclusion of any 
components. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan M. Nutter whose telephone number is 571-272- 
1076. The examiner can normally be reached on 9:30 a.m.-6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 



273-8300. 



Business Center (EBC) at 866-217-9197 (toll-free) 




Nathan M. Nutter 
Primary Examiner 
Art Unit 1711 
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24 September 2005 



